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Sir: 

In response to the Restriction Requirement dated May 15, 2003, please consider the 
following remarks. 

The Examiner asserts that that the present application contains three distinct 
inventions, grouped as follows: 

Group A: Claims 1-24 and 34-40 drawn to a chimeric protein kinase 
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comprising part of a first protein kinase and part of a second protein kinase (select one 
first protein kinase and one second protein kinase), classified in class 435, sub-class 194; 

Group B: Claims 25-3 1 drawn to a method of identifying an inhibitor of a 
first protein kinase using a chimeric kinase (select one first protein kinase and one second 
protein kinase), classified in class 435, sub-class 15; and 

Group C: Claims 32 and 33, drawn to a protein kinase binding site (select 
one binding site), classified in class 530, sub-class 350. 

In the Office Action, the Examiner has contended that the inventions are distinct 
because (1) the chimeric proteins of A are independent chemical entities and require 
different searches in the patent and non-patent literature, (2) the inventions of B are 
unrelated, and (3) the protein kinase binding sites of C are independent chemical entities 
and require different searches in the patent and non-patent literature. The Examiner 
further alleges that the inventions of A and B are distinct because the chimeric protein 
kinases of A and the methods of B, respectively are related as product and process of use, 
which are distinct if the process for using the product can be practiced with a different 
product or if the product as claimed can be used in a different process. The Examiner 
further alleges that the chimeric protein kinases of A and the binding sites of C are 
unrelated because they are different chemical entities, and similarly alleges that the 
methods of B and the binding sites of C are unrelated. 



Applicants respectfully traverse the restriction. Applicants assert that the 
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Examiner has improperly imposed a restriction requirement within the Groups to a 
specific first protein kinase and a specific second protein kinase. Applicants believe that 
an election of species is proper in the particular instance. 

The requirement imposed by the Examiner improperly forces a restriction 
within a single claim, thereby forcing the applicants to file one-hundred thirty- four (134) 
patent applications (63 for each Group A and B and 8 for Group C) to cover all of the 
chimeric protein kinases in all groups. It has long been held that the Office may not 
impose a restriction requirement within a single claim. See In re Watkinson, 14 USPQ.2d 
1407 (Fed. Cir. 1990) citing In re Weber, 198 USPQ 328, 332 (CCPA 1978) and In re 
Haas, 198 USPQ 334, 336 (CCPA 1978). The courts have definitively ruled that the 
statute authorizing restriction practice (i.e. 35 U.S.C. § 121), provides no authority to 
impose a restriction requirement within a single claim , even if the claim presents multiple 
independently patentable inventions. In these cases, the courts expressly ruled that there 
is no statutory basis for rejecting a claim for misjoinder, despite previous attempts by the 
Office to fashion such a rejection. As noted in In re Weber: 



The discretionary power to limit one applicant to one 
invention is no excuse at all for refusing to examine a broad 
generic claim, no matter how broad, which means no matter 
how many independently patentable inventions may fall 
within it. 



In re Weber at 334. 



Furthermore, alleging that a particular claim represents multiple 
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"patentably distinct" inventions is a de facto rejection of the patentability of the claim 
because the claim cannot issue as drafted. In this regard the courts have noted: 



As a general proposition, an applicant has a right to have 
each claim examined on the merits. If an applicant submits 
a number of claims, it may well be that pursuant to a proper 
restriction requirement, those claims will be dispersed to a 
number of applications. Such action would not effect the 
rights of the applicant eventually to have each of the .claims 
examined in the form he considers to best define his 
invention. If, however, a single claim is required to be 
divided up and presented in several applications, that claim 
will never be considered on the merits . The totality of the 
resulting fragmentary claims would not necessarily be the 
equivalent of the original claim. Further, since the 
subgenera would be defined by the examiner, rather than 
the applicant, it is not inconceivable that a number of 
fragments would not be described in the specification. 



Here, it should be clear that the exorbitant costs of filing 134 patent 



applications, which would be required by the present restriction requirement, does not 
strike an appropriate balance between the administrative concerns of the Office and the 
applicants' statutory rights as inventors. Accordingly, Applicants respectfully request 
withdrawal of the restriction requirement within the three Groups. 



Should the Examiner find the traversal persuasive, Applicants elect Group 



C for prosecution on the merits, without prejudice to pursuing the subject matter of the 
other groups in divisional applications. 



Should the Examiner not find the traversal persuasive, in order to be fully 



See In re Weber, supra, emphasis added. 



NY02:442455.1 



BAKER BOTTS 



A33864-090495.0232 
PATENT 



responsive, Applicants further provisionally elect Group C and the protein kinase p38 
with traverse. 

Applicants believe that no fee is due with this response. However, should any 
fees be required in connection with this response, the Commissioner is hereby authorized to 
charge Deposit Account Number 02-4377. A duplicate copy of this communication is 
enclosed. 



Respectfully submitted, 
BAKER BOTTS L.L.P. 



Rochelle K. Seide 
Patent Office Reg. No. 32,300 

Alicia A. Russo 

Patent Office Reg. No. 46,192 

Attorneys for Applicants 

30 Rockefeller Center, 45th floor 

New York, NY 10112 

(212) 408-2500 
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